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DETAILED ACTION 

This communication is in response to application filed 21 February 2002. Claims 1-14 
are presented for examination on the merits. 

Information Disclosure Statement 
The information disclosure statement (IDS) submitted on July 22, 2003 is in compliance with the 
provisions of 37 CFR 1 .97 and therefore considered by the examiner. 

Claim Objections 

Claims 1 and 7 are objected to because of the following informalities: They recite a 
"method for deliver of a license. . Applicant may revise to '''delivering^' to correct this 
grammatical error. Appropriate correction is required. 

Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by another filed 
in the United States before the invention by the applicant for patent or (2) a patent granted on an application for 
patent by another filed in the United States before the invention by the applicant for patent, except that an 
international application filed under the treaty defined in section 351(a) shall have the effects for purposes of this 
subsection of an application filed in the United States only if the international application designated the United 
States and was published under Article 21(2) of such treaty in the English language. 

Claims 1-14 are rejected under 35 U.S.C. 102(e) as being anticipated by Venkatesan et al 
(hereinafter Venkatesan), US 6,898,706 Bl. 

As per the following claims, Venkatesan discloses : 
1 A method for deliver of a license-managed toolset for creating a license-managed software 
product, the method comprising the step of: 
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(a) providing an authorization process, the authorization process including the steps of: 

(i) creating a first public and private key pair for a software publisher (fig 7, step 800), 

(ii) creating a second public and private key pair for a software program (fig 7, step 800), 

(iii) creating an authorization program for the software program, and embedding a copy 
of the first and second public keys in the authorization program (fig 7, step 850), 

(iv) combining the authorization program with a software program, such that when the 
software program is invoked on a computer, the authorization program obtains a license 
for the software program by (fig 7, publisher, authority and client): 

(1) creating a license request (fig 8, 860 license request via link), 

(2) encrypting a Ucense request using the second public key (fig 8, 870 encrypts 
fingerprint), 

(3) transmitting the encrypted license request to a key authority (fig 8, 340), 

(4) receiving an encrypted license from the key authority, wherein the license 
includes license terms (fig 7, license download to each client), and 

(5) decrypting the license using the first public key, such that the license terms are 
used to control use of the software program (fig 7, step 1300); 

(b) implementing the authorization process in the software toolset that is provided by a toolset 
publisher, wherein when the authorization process is invoked in the software toolset, the toolset 
publisher is the publisher in the authorization process and the software toolset is the software 
program in the authorization process (fig 7, step 1400), and 

(c) implementing the authorization process in the software product that is provided by a 
publisher of the software product using the software toolset, wherein when the authorization 
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process is invoked in the software product, the publisher of the software product is the publisher 
in the authorization process and the software product is the software program in the authorization 
process, whereby both the software toolset and the software product use the same authorization 
process to obtain respective licenses (figure 5, publisher-client authorization process). 

2 The method of claim 1 fiirther includes the step of transferring the first and second private keys 
to a key authority for receiving license requests and generating licenses (fig 8, watermarking 
authority 340). 

3 The method of claim 1 fiirther includes the step of including product and customer information 
within the license request and license documents (fig 11, CID, PID, steps 1 1 15, 1 122). 

4 The method of claim 1 fiirther includes the step of associating the license request with a 
financial transaction, and incorporating financial transaction information within the license (fig 
11, step 1115 payment information 1 122 license generation). 

5 The method of claim 1 fiuther includes the steps of: (a) assigning a publisher ID to the 
publisher, (b) embedding the publisher ID within the authorization program, (c) including the 
publisher ID within the license, and (d) comparing the embedded publisher ID vnth the publisher 
ID within the license to verify the publisher of the software program to be authorized has 
generated the license (fig 11, step 1 122). 
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6 The method of claim 1 further including the steps of: (a) generating a machine fingerprint 
within the authorization process, (b) incorporating the machine fingerprint within the license 
request, (c) incorporating the machine fingerprint within the license terms, and (d) using by the 
authorization program the machine fingerprint to prevent use of the software product on a 
different machine than the one which made the license request (fig 1 1, step 1 122). 

7 A method for deliver of a license-managed toolset for creating a license-managed software 
product, the method comprising the step of: 

(a) providing an authorization process, the authorization process including the steps of: (i) 
creating a first public and private key pair for a software publisher, and creating a first certificate 
with the public key using a certificate authority (column 13, lines 18-34), (ii) creating a second 
public and private key pair for a software program, and creating a second certificate with the 
software publisher private key (colunml3, lines 25-34), (iii) creating an authorization program 
for the software program, and embedding a copy of the first and second certificates and second 
private key in the authorization program (column 13, 35-48), (iv) combining the authorization 
program with a software program, such that when the software program is invoked on a 
computer, the authorization program obtains a license for the software program by: (1) creating a 
formatted license request, (2) signing the license request using the second public key, (3) 
transmitting the signed license request to a key authority, (4) receiving an signed formatted 
license from the key authority, wherein the license includes license terms, and (5) validating the 
license using the first certificate, such that the license terms are used to control use of the 
software program (fig 7 and as detailed in the above rejection of claim 1); 



Application/Control Number: 10/080,639 Page 6 

Art Unit: 3621 

(b) implementing the authorization process in the software toolset that is provided by a toolset 
publisher, wherein when the authorization process is invoked in the software toolset, the toolset 
publisher is the publisher in the authorization process and the software toolset is the software 
program in the authorization process (fig 7, 1400), and 

(c) implementing the authorization process in the software product that is provided by a 
publisher of the software product using the software toolset, wherein when the authorization 
process is invoked in the software product, the publisher of the software product is the publisher 
in the authorization process and the software product is the software program in the authorization 
process, whereby both the software toolset and the software product use the same authorization 
process to obtain respective licenses (fig 5, publisher-client authorization process). 

8 The method of claim 7 fiirther includes the step of including product and customer information 
within the license request and license documents (see claim 3 above). 

9 The method of claim 7 fiirther includes the step of associating the license request with a 
financial transaction, and incorporating financial transaction information within the license (see 
claim 4 above). 

10 The method of claim 7 fiirther includes the step of formatting the license request and license 
using a proposed signed XML document format (column 11, lines 1-23, note that XML encoding 
may occur within HTML content; XML DTD describes a subset of HTML 4.0 for embedded use 
within other XML). 
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1 1 The method of claim 7 further includes the step of generating the first public and private key 
pair for the software product publisher during the authorization process for the toolset, using the 
steps of: (a) creating the first public and private key pair for the software publisher prior to using 
the authorization process for the toolset; (b) including the public key within the license request 
document in the form of a certificate request; (c) receiving the certificate within the license 
document, and (d) using the received certificate in conjimction with the private key as the first 
key pair in the authorization process for the software product (see process in fig 5 and as detailed 
above rejected claims). 

12 The method of claim 7 fiirther includes the step of transferring the first and second private 
keys and certificates to a key authority for receiving license requests and generating licenses (fig 
8, step 900 watermarking authority 340). 

13 The method of claim 7 fiirther includes the steps of: (a) assigning a publisher ID to the 
publisher, (b) including the publisher ID within the publisher certificate, included within the 
software product license, (c) embedding the publisher ID within the authorization program, (d) 
comparing the embedded publisher ID with the publisher ID within the certificate to verify the 
publisher of the software program to be authorized has generated the license (fig 1 1 , steps 1115, 
1122). 

14 The method of claim 7 further including the steps of: (a) Generating a machine fingerprint 
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within the authorization process, (b) incorporating the machine fingerprint within the license 
request, (c) incorporating the machine fingerprint within the license terms, and (d) using by the 
authorization program the machine fingerprint to prevent use of the software product on a 
different machine than the one which made the license request (fig 11, steps 1 1 15, 1 122). 

Examiner has pointed out particular references contained in the prior arts of record in 
the body of this action for the convenience of the applicant. Although the specified citations 
are representative of the teachings in the art and are applied to the specific limitations within 
the individual claim, other passages and figures may apply as well. It is respectfully requested 
from the applicant, in preparing the response, to consider fully the entire references as 
potentially teaching all or part of the claimed invention, as well as the context of the passage 
as taught by the prior arts or disclosed by the examiner. 

Conclusion 

The prior art made of record and not relied upon is considered pertinent to applicant's 
disclosure: 

• US Patent 6,61 1,812 B2 to Hurtado et al. 

• US Patent 6,904,523 B2 to Bialick et al. 

Any inquiry conceming this conmiunication or earlier communications from the 
examiner should be directed to Bradley B. Bayat whose telephone number is 571-272-6704. The 
examiner can normally be reached on Tuesday-Friday 8am-6: 30pm. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, James Trammell can be reached on 571-272-6712. The fax phone number for the 
organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 




Art Unit 3621 
Patent Examiner 



